Claims 1-18 are pendiing. No new matter has been added. 

Statement of tite Substance of the fntervieti? 

The tmdersigned held aii telephonic interview with the Examiner on April 12, 
2(H)"7 to disciisb ths? itibtant ^.asc Uk' undfisignod di^<.ii vcd possibk aniondniont to clcWm 1 
to fuifhei danfv that claim i i edits a r * in- ."dull ir\ njil uhuh is a de\ ice u> he lu^ eited 
into the iiUidmcdulLjn cat wUo \o^v,o[\f!! faL-suTcs ot lon<i bone- (Si-v 

para^japh^ lt)002i-jOO()c| [oooSj jOul oS ^ x p'.^e, J app iLalH-nt The rxanntu'! aud die 
und<.■rMgn^.ddldnotd^s^.^<■^ ii or how 3m proposed amondmont would ox eaoiiK am oithe 
prjoj att ofrecord the undetsigi^ed Mitiph wished to evploje the possdnhtx oi daufving the 
meaning of the term "intrameduliarv- nail," as consistent with the specification of the present 
application. 

Refections uMet35 U,S.a § m(b) 

Claims 1, 2, 1, % 13, 14, and 17 were rejected under 35 US.C. § 102(b) as 
being anlicipated by U.S. Patent No. 5,626,61 3 to Schmteding ("Schmteding"). Applicants 
stibmil these rejections should be withdrawn. 

Claim 1 recites an osteosynthetic dexdce cooiprising an "intrmnedulhuy nail," 
Schmieding does not disclose an intramedullar>' nail. Exanviner, however asserted that 
'"examiner believes the device of Schmiedmg ss capable of betng used as an intramedullaiy 
nail in the bone of an organism smaller than a humaii,'' and again rejected claim 1 under 35 
U.S.C. § 1 02(b). As discussed more fully herein, not only does Schmieding fail to describe 
m "intrameduliasy nail," Examiner's reasons for upholding the rejection of claim 1 are 
imfoiaided. 

In order for an invention to be anticipated under 35 U.S.C. § 102, all the 
limitations of the claimed invention must be disclosed within a single prior art reference. 
Merck & Co. Jna v. Teva Fftannaceuticah USA, Inc., 68 U.S.P.Q.2d 1857, 1861 (Fed. Cir. 
2003) ("An "anticipating' reference must describe all of the elements and limitations of the 
ciami in a single refeioncc ). /ii PonIscu. 31 U S.P Q 2d l<)71. lf>?3 (Fed ( u V'\ 
ivjes tion for aniiopaiion under ^ix^ion i02 requires that each and o\en hmnaiion of ihc 
claimed ention be disclosed ni a f.ing!e pnor art reference " t In other wordi, to anticipate 
ciatm I. Schimeduig useif must injaci disclose m "mtrainedullary nad.'~ It does not. 
Schmieding discloses a suture anchor that secures soft: tissue to bone. The Schmieding suture 

4 



anchor is adapted to farm a helical ttmnei in the bone^ and then contract to a diameter smaller 
than that of the formed tunnel accordingly locking itself within the hone. (See id. at 3:61 - 
4;8). Schmieding does iwt disclose a device to he inserted into the intramedullan' canal to, 
inter alia, provide support to fractures of long bones, {See paragraphs [0002]-[0006|, [0008], 
|()OU)j of the present apphcahojn). Therefore, becansethe Schmiedmg reference does not 
disclose each aiidex en element of claim LSchnifodint. di roub-ijKipato claim ! 

\ vammei s arguments in Nuppoa of m( unasnuig thci ejection of ciann 1 
autKipated Sthmicdmij; arc imfoutided and cue iitele\v«n u^sehB^ Fif^t, rxvUniiiei tuet. 
InuCmcx i>2VS?Q 2^S(rC PA \^K>7) m^i Ifi fe Oito 1 ><. I SPQ 4^8 (C C P A 
1%3) for the proposition that stak-ments ot intended usc md functional staicments do not 
anpose mi\ structural hnntatfons on tlie claims (Fmal Offtce Action at 4'> This atgument 
and caselaw are not relevant to claim 1 because claim 1 aERrmatively recites that the 
osteosyntibetic device comprises an "intraniedtillarj' nail" 'fliis is not, a functional limitation. 
Claim 1 states what the osteosynthetic device is. Examiner's argument is also off-base 
because Casey asid Ono deal vt-ith obviousness rejections. Cmey, 1 52 U.S.P.Q. at 237; Otto, 
1 36 U.S.P.Q. at 459. In this case, the Examiner is asserting that Schmieding anticipates 
claim 1, thereby rendering any statements regarding functional language found in Casey or 
Otto inapplicable. 

Second, Examiner cites Ex parie Mashani. 2 U.S.P.Q, 2d 1647 (Bd, Pat App. 
& Int. 1 987) for the proposition that the nmnnet in wiiicii a de\ ice is intended to be used does 
not differentiate the claimed apparatus from a prior art apparatus satislying the claimed 
structural limitations. (Final Office Action at 5). InMashmrh the Board found appeilaftrs 
apparatu.s anticipated by the prior art when the reference was factually determined to be 
capable of fuiictioning as the claimed invention, and when the only diflierence between the 
claimed invention and the reference was the instmctions on how they were to be used, 2 
U.S.P.Q. 2d at 1647. In contrast, Schmieding differs from Applicants' claimed invention not 
only in terms of intended use, but also in the struchaM limitation that Applicants' claimed 
invention comprises an "intramedi)llar>- nail." Schtnieding discloses a suture anchor which is 
clearly not a device to be inserted into the intramedullary^ canal to, inter alia, provide support 
U> Oackircs of long bones. (St-e paragraphs 1 0002 1-| 0006], jOOOHi. [0010] of tlie present 
applicaiion) Thus, .Mt7sham presents a distinj-uishabic sccnano u cl! 

.As Schmieding fails to d<>cloiJ an imrameduliar> naii, .Apphcains respect Jul l> 
submit thai the rejection of claim 1 should be withdrawn. As claims 2. 7, 9, 13. 14. and 1 7 
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depend on claim i. Applicants respectfony siibmit thai, iherejectioiis of tiiese cMms should 
be w^ithdraw^ as welt for at least ihis reason. 

Refections un^er $5 US.C. ,^ lOS 
Claims 3-6, 8, 10-12, 13-16, mid 18 were rejected under 103(a) as being 

unpatefitable over Scbmteding. Independent claim 1 is not ob\ lous in light of Scbmtedifig 
because Schmieding does not teach, suggest, or describe an intraraeddlan^ nail as discussed 
above. As ciatms 3-6, 8, 10-12, 15-16, and 18 depend on claim K. the ApplicaJits respectMly 
submit that the rejections of these claims should be withdrawnR. 

cmcujmoH 

it is believed that claims 1 -I H are in condition for allovvarjce. Should the 
Exaaiiner not agree with Applicants' position, then a persona! or telephonic interview is 
respectMly requested to discuss am^ nsjmaiaing issues. 

No fee is believed to be due for tliis response. Should any fee(s) be due at this 
time, please chaise such fee(s) to Jones Day Deposit Account No. 50301 3. 

Respectfully submitted. 

Date; ^.^^^1:.^. 

BrenfR Ray "(Reg No") 

JONES DAY 

222East41st>Streei 

New York, New York 10017 

(212) 326-3939 
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